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Applicant(s) 

HAMAKUBO ET AL. 



Art Unit 

1648 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" MnM%uS V f be ^u 11 ^ 16 , Und , er thG P rovisions of 37 CFR 1 - 136 ( a )- no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

* JLn P n en °Vr reP ', y Specifie <! a *°™ is less than thirt V < 30 ) dQ ys< a ^ply within the statutory minimum of thirty (30) days will be considered timely 

" LTre to !S n lt ? Z w H 6 , the ma , X : mUm f atU f° r . y Peri ° d Wi " aPP ' y and Wi " 6Xpire S ' X (6) MONTHS from the mailin 9 date of this communication, 
hailure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C S 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b) ' 

Status 

1)13 Responsive to communication(s) filed on 04 November 2002 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims 

4) KI Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) 9^14 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 03 Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) M Notice of References Cited (PTO-892) 4) \J lnterview Summary (PT<M1 3) Paper No(s) 

2 U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) \J Notice of Informal Patent Application (PTO-152) 

3) |2SI Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4. 6) □ other: 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of group 1 and a membrane-bound enzyme in Paper No. 
6 is acknowledged. The traversal is on the ground(s) that the restriction is improper because the 
Examiner omitted the existence of a serious burden upon examination of all groups. Applicant 
asserts that the restriction requirement should be withdrawn because the inventions are related 
and do not pose a serious search burden. 

Applicant's traversal has been fully considered, but is found unpersuasive because the 
restriction requirement meets all of the criteria of a proper restriction, including the existence of 
a serious search burden. The serious burden of searching for each of the distinct inventions is 
established by an explanation and reasons for how each invention is independent and distinct. A 
serious search burden is also established by the fact that each invention is categorized into 
separate classifications in the art, indicating divergent subject matter. These facts are 
summarized in the second full paragraph on page 4 of the requirement. 

Also, it is noted that Applicant elects a "species" of a membrane-bound enzyme. 
However, the restriction does not mention a species election. Each of the proteins listed in the 
claims are also patentably distinct inventions, which is discussed in the fourth paragraph on page 
3 of the requirement. 

The requirement is still deemed proper and is therefore made FINAL. 

Information Disclosure Statement 
The information disclosure statement filed 10/22/01 fails to comply with 37 CFR 
1 98(a)(3) because it does not include a concise explanation of the relevance, as it is presently 
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understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about the 
content of the information, of each patent listed that is not in the English language. It has been 
placed in the application file, but the information referred to therein has not been considered. 

Specification 

The abstract of the disclosure is objected to because it exceeds 1 50 words. Coll ection is 
required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the in vention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale m tins country, more than one year prior to the date of application for patent in the United States. 

Claims 1-8 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Bandman 
et al. (US 5,858,750). 

The claims are drawn to a method of expressing and a method of preparing a membrane- 
bound enzyme by culturing an insect cell infected with at least one baculovirus encoding the 
enzyme that is expressed in a budded baculovirus released from the host, recovering the budded 
baculovirus and recovering the protein expressed from the baculovirus. 

Bandman et al. teach a method of producing a membrane enzyme, human retinol 
dehydrogenase type 11 homolog (HRoDH), by culturing a host cell and recovering the enzyme 
from the host cell culture. The host cell is an insect cell baculovirus system. See claim 8 and 
column 1, lines 53-56, column 14, lines 6-12 and 29-30. Therefore, the instant invention is 
clearly anticipated by Bandman et al. 
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Claims 1-8 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Ikeda et 
al. (PNAS. 1995; 92: 126-130). 

I keda et al. teach a method of expressing and purifying a membrane-bound enzyme, 
human y-glutamyl transpeptidase mutant, by recovering recombinant baculo virus from insect 
cells, see the sub-sections under "Experimental Procedures" starting with "Cell Culture" on page 
126-127. The teachings of Ikeda et al. clearly anticipate the instant invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shanon Foley whose telephone number is (703) 308-3983. The 
examiner can normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Housel can be reached on (703) 308-4027. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-4242 for regular 
communications and (703) 308-4426 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 
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JAMES HOUSEL tb-j/o* 
SUPERVISORY PATENT EXAMINER 
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